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REMARKS 

Claims 1-31 are pending in the current application. In ihc Office Action mailed May 12, 
2003, the Examiner rejected claims 1-9 and 28-31 under 35 U.S.C. §112, second paragraph. The 
Examiner next rejected claims 16-21 under 35 U.S.C. § 102(b) as being anticipated by Kliewer 
(USP 3,479,876). Claims 1-5, 7-12, 15, 22-26, 28-29, and 31 were rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Wang (USP 6,290,413) in view of OMEGAMARKER® 
Temperature Test Kit. Claim 27 was rejected under 35 LLS.C. § 103(a) as being unpatentable 
over Wang in view of OMEGAMARKER® as applied to claims 1 -5, 7-1 2, 1 5 7 22-26, 28-29, and 
3 1 above, and further in view of Anderson (USP 4,762,493). 

Applicant has amended claims 2, 10, and 28 to overcome the Examiner's objection 
thereto and improve the readability thereof. As such, the relationship between the at least one 
annular lip of the housing and the collet is specifically recited. 

The Examiner next objected to claim 13 undo- 37 C.F.R. § 1.75(c) for failing to further 
limit the subject matter of the previous claim. Claim 13 has been amended lo further define that 
the threads of each collet engage at least one ridge of each temperature indicator stick to extend 
and retract the indicator stick from the housing. As such, that which is called for in claim 13 
further limits the subject matter of the collet of the previous claim. Therefore, claims 2, 10, 13, 
14, and 28 are believed in proper format. 

The Examiner next rejected claims 1-9 and 28-31 under 35 U.S.C. §112, second 
paragraph as being indefinite. Applicant has amended the preambles of each of the above claims, 
as suggested by the Examiner, to further recite a "dual temperature indicator stick assembly ". 
Such suggestion is appreciated. The Examiner further stated the language of claims 22-27 **is 
confusing because the preamble of the claims is directed to a method to provide a dual 
temperature indicator stick whereas the body of the claim recites separate steps of forming a first 
and second indicator sticks." While Applicant believes that neither a first nor a second indicator 
stick would be confused with a dual temperature indicator stick by a person of ordinary skill in 
the art - applicant has amended claim 22 to alleviate any confusion. 

The Examiner next rejected claims 6 and 30 under 35 U.S.C. §112, second paragraph, as 
being incomplete for "omitting essential structural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural connections." The Examiner states 
that lt the omitted structural cooperative relationships are; the interrelation between the collet and 
the connector." Claim 1, in part, calls for a connector physically connecting the first and second 
indicator sticks in a single assembly such that the first and second indicator sticks are 
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independently operable thereto. Claim 6 calls for, in part, a ridge of the first or second indicator 

slick configured to engage threads of a collet, MPEP §2172.01 states that: 

It is not essential to a patentable combination that there be 
interdependence- between the elements of the claimed device or that all the 
elements operate concurrently toward the desired result, citation omitted. A 
claim does not necessarily fail to comply with 35 U.S.C, 1 12, second paragraph 
where the various elements do not function simultaneously, are not directly 
functionally related, do not directly inlercooperate, and/or serve independent 
purposes. 

That is, that which is called for in claims 1 and 6 need not recite a specific structural 

relationship between each and every element therein. Further, according to MPEP §2172,01, 

only Applicant can designate what is essential, not the Examiner. That is: 

A claim which omits matter disclosed to be essential to the invention as 
described in the specification or in other statements of record may be rejected 
under 35JJ.S.C. 112, first paragraph, as not enabling. In re Mayhew, 527 F.2d 
1229, TSS" USPQ 366 (CCPA 1976). See also MPEP §21 64.08(c) . Such 
essential matter may include missing elements, steps or necessary structural 
cooperative relationships of elements described by the applicant(s) as necessary 
to practice the invention. 

As such, the Examiner's rejection of claims 6 and 30 is believed improper and unsustainable. 

The Examiner next rejected claims 16-21 under 35 U.S.C. §102(b) as being anticipated 
by Kliewer. Applicant has amended claim 16 to further define the present invention. As 
amended, claim 1 6, in part, calls for a first means for indicating a first temperature when in direct 
contact with a heated surface by leaving a portion of the first means thereon; a second means for 
indicating a second temperature when in direct contact with a heated surface by leaving a portion 
of the second means thereon, and a means for replaceably retaining the first means to the second 
means. It is apparent that the successive temperature indicator of Kliewer is constructed such that 
the indicator assembly is fully retained within a housing. That is ? the indicator means of Kliewer 
are not in direct contact with a heated surface and do not leave a portion thereof in on the heated 
surface. That is, the alloy slug 58 melts and solidifies within annular groove 28 and recess 28 of 
dosed end 14, Additionally, rod 30 extends from cap 46 as shown in Fig. 2 and is not in direct 
contact with the heated surface. 



The Examiner next rejected claims 1-5, 7-12, J 5, 22-26, 28-29, and 31 under 35 U.S.C. 
§103(a) as being unpatentable over Wang in view of OMEGAMARKTTR® Temperature Test Kit 
stating that "As shown in Figure 1, said connector prevents contact between said first and second 
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crayons and allows said first element and second element 1 ; to be independently operable." 
Applicant disagrees in several respects. 

The term temperature does not appear anywhere in Wang. While the connecting device 
20 may prevent contact between a first and a second crayon, the connector does not provide for 
the independent operation thereof. That is, it is quite apparent that extending a first crayon 
through its respective end piece 50 directly effects the position of the second crayon. Claim I 
calls for, in part, a connector physically connecting the first and second indicator sticks in a single 
assembly such that the first and second indicator sticks are independently operable thereto. It is 
apparent that the assembly of Wang does not include a connector wherein the crayons are 
independently operable thereto. Therefore, claim 1, and those claims that depend therefrom, are 
patentably distinct over the cited art. 

The Examiner further states that "As shown in Figure 1, each of the collets has threads 
attached to the connector and is configured to engage one of the temperature indicator sticks in 
the housing (see lines 37-42 of column 2)." Wang states that 'Two end-pieces (50) are 
respectively attached to the opposite ends of the barrel (1 0) to limit the range of movement of the 
thrust device (40). The end-piece (50) is tapered and has a through hole (not numbered) defined 
in the end of the end-piece (50) to allow the writing implement (30) to extend through the end- 
piece (50)." Col. 2, Ins. 37-42. That is, the crayons pass through the end pieces. A person of 
ordinary skill in the art would readily understand that a passing through orientation is not an 
engag ed orientation. Webster's II New Riverside University Dictionary defines "engage" as 'to 
interlock or cause to interlock: MESH. See definition 7 (copy attached). It is clear that the end 
piece and the crayon of Wang are not so engaged. 

Claim 10 calls for, in part* a pair of collets configured to engage separate temperature 
indicator sticks upon rotation of the collet about the housing. As argued above, the end piece of 
Wang does not engage the crayon that passes therethrough. Therefore, claim 1 0, and those claims 
that depend therefrom, are patentably distinct over ihe cited art. 

Claim 22, h&s been amended to further define the present invention. As amended, claim 
22 calls for, in part, connecting the first and second indicator sticks in a single assembly such that 
the first indicator stick and the second indicator stick are independently engaged therewith. As 
such, claim 22, and the claims that depend therefrom, are believed to define Ihc present invention 
over the cited an. 

The Examiner next rejected claim 27 under 35 U.S.C § 103(a) as being unpatentable over 
Wang in view of OMJBGAM ARKER® and further in view of Anderson staling that "the teaching 



Received from < > at 8112/03 6:28:18 PM [Eastern Daylight Time] 



u 



Aug. 1-2 



2003 5:24PM 
INVENTOR: Desaietal. 



No. 2090 P- 12 
S/N 09/682,843 



of Anderson with respect to forming a crayon having a cross section that prohibits rolling, in the 
broad sense, would also result in other non-circular shapes including an ovaL" Anderson states 
that "Crayon 10 may be standard in shape (round) or the preferred triangle shape as shown." Col. 
2, Ins. 45-46. Anderson further states that the triangular shape allows tor improved packaging 
and has the additional advantage of "being far more comfortable to the hand than the traditional 
round crayon, with each flat side corresponding to a Hal finger area in the traditional grasp for a 
pen. pencil, or crayon" Col. 3, Ins. 20-28. Thai is, Anderson leaches, that minimally, the crayon 
should have at least two flat sides to accommodate a flat finger. Such is not an oval nor is an oval 
shape disclosed therein. As such, claim 27 is palcntably distinct over the cited art. 

Regarding the rejection of claims 28, 29, and 31, each of which are the combination of 
that subject mailer the Examiner previously indicated as allowable over Wang in view of 
OMEGAMARKER®, the Examiner states that 4 *upon a revision of the definition of the term 
'collet' i.c„ a collar, which differs in scope from the description for the 'collet' elements provided 
in the disclosure, it is considered that the connecting device shown by Wang in the combination 
of Wang and the OMEGAMARKER® kit discussed above in paragraph 1 1 includes a pair of 
collets as recited in claim 2, 5, and 8." Regarding claims 2, 5, 28, and 29, as shown above, the 
end pieces of Wang do not engage the crayons that pass ihcrclhrough. Additionally, the 
amendments to claim 1 changes the scope thereof. As such, the scope of claims 28 and 29, 
differs from the scope of claims 2 and 5. Therefore, as Wang does not show a "collet" that 
engages a crayon, and the scope of claims 28 and 29 is different than the scope of claims 2 and 5, 
respectively, claims 2, 5, 28, and 29 are patentable thereover. 

The Examiner indicates that claims 13 and 14 would be allowable if rewritten to 
overcome the objections and in independent form. Applicant appreciates the Examiner's 
indication of allowable subject matter, but Applicant is hesitant to present any more new claims. 
In the previous Office Action, the Examiner indicated allowable subject matter which applicant 
accepted and presented in independent form and submitted the requisite fees for entry and 
consideration thereof. The Examiner has subsequently rejected three out of four of these claims 
solely on Ihe art already of record and previously considered. The fourth such claim, claim 30, 
the Examiner indicates would be objected to under 37 C-F.R. §1.75 as being a substantial 
duplicate of claim 6. As argued above, claim 6 includes physically connecting the first and 
second indicator sticks in a single assembly such that the first and second indicator sticks arc 
independently operable thereto. Claim 30 includes no such limitation and therefore is not a 
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duplication of claim 6. Applicant therefore reserves the right to add new claims to capture this 
"allowable" subject matter at a later date.. 

The Examiner states that ^should claim 30 be found allowable, claim 6 will be objected 
to under 37 C.F.fL L75 as being a substantial duplicate thereof." However, the MPEP 
specifically states that "Court decisions have confirmed applicant's right to restate (i.e., by plural 
claiming) the invention in a reasonable number of ways. Indeed, a mere difference in scope 
between Lhc claims has been held to be enough." MPEP §7O6.03(k). Claim 30 calls for, in part, 
connector physically connecting the first and second indicator sticks in a single assembly wherein 
at least one of the first and second indicator sticks has a ridge configured to engage threads of a 
collet during extension of one of the first and second indicator sticks from each other. Claim 1 
calls for, in part, a single assembly such that the first and second indicator sticks are 
independently operable thereto. Such a requirement is not present in claim 30 and, as such, 
claim 30 has a different scope from claim 1 . Therefore, objection thereto would not be proper. 

Therefore, in light of the foregoing, Applicant respectfully believes that the present 
application is in condition for allowance. As a result, Applicant respectfully requests timely 
issuance of a Notice of Allowance for claims 1-31. 

Applicant appreciates the Examiner's consideration of these Amendments and Remarks 
and cordially invites the Examiner to call the undersigned, should the Examiner consider any 
matters unresolved. 

Respe 




Timot$y7T - Aiolkowski 

Registration No. 38,368 
DirwtDitt) 262-376-5139 
tizfgizpspatcnts, com 



Dated: August 1 2, 2003 

Attorney Docket No.: ITW75 1 0.006 



P.O. ADDRESS: 

Ziolkowski Patent Solutions Group, LLC 
14135 North Cedarburg Road 
Mequon, WI 53097-1416 
262-376-5170 
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